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REMARKS 

In response to the Decision on Rehearing dated March 19, 2008 in which the Board 
cnteli new grounds of rejections to Claims 39-45 in connection with the subject application, 
Applcants have amended the claims, which when considered with the following remarks, is 
deeitejd to place the present application in condition for allowance. Favorable consideration and 
allolfcnce of all pending claims is respectfully requested. The amendments to the claims have 
beeif made in the interest of expediting prosecution of this case. Applicants reserve the right to 
profscute the same or similar subject matter in this or another application. 

I | Claims 39-45 are under examination in this application. By this Amendment, Claim 39 
hasten amended to further define the invention and finds support throughout the specification, 
e.g|p>ge 20, line 13 through page 23, line 9. Applicants respectfully submit that no new matter 
ha4*cn added to this application. Moreover, it is believed that the claims as presented herein 
plafeithe application in condition for allowance. 

I The Board has rejected Claims 39-42 under 35 U.S.C. §103(a) as being unpatentable over 

I : 

me|*mbination of Kolosov et al. s O'Rear and The Condensed Chemical Dictionary. 

1 : In the Decision on Rehearing, the Board maintains [emphasis in original]: 

I : 

1 Kolosov does not expressly disclose that the lubricant 

I ■ compositions contain a minor amount of at least one lubricating oil 

I additive. However, O'Rear discloses that finished lubricants, such as 

I - those for automobiles and diesel engines, consist of two general _ 

I -i components: a lube base oil and additives. O'Rear, para. [0002] The 

» • ,7T- c«s«t»-j i„w««t<s disclosed in O'Rear are said to be used 



si 

S 



a : 

i- 

* . 

I: 



additives in the finished lubricants disclosed inO Rear; 
in amounts that are known to those of skill in the art, preferably about 0.1 
to about 40 weight percent of the final lube oil product. O'Rear, para. 
T0046] In addition, "additive" by definition meaos any substance 
incorporated into a base material, usually in low concentrations, to 
perform a specific function, e.g.. antioxidants, stabilizers, preservatives, 
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» 

^thickeners, and viscosity-index improvers. The Condensed Chemical 
{Dictionary at 20. 

Based on the record before us, we find lhat one of ordinary skill in 
the art would have reasonably expected the lubricant compositions 
disclosed in Kolosov, comprising a lubricant and an additive, to contain a 
j major amount of a base oil and a minor amount of an additive. 

The high throughput system disclosed in Kolosov may be used to 
I i measure numerous properties, including viscosity, thermal degradation, 
I ; aging characteristics, and agglomeration or assemblage of molecules. 
I ! Kriosov, para. [0065]. We find that one of ordinary skill in the art would 
I .! have found these properties useful in detennming the storage stability of 
P ■: lubricating oil compositions. 
I 

J:- 

I : Nowhere in Kolosov et al. s O'Rear and The Condensed Chemical Dictionary, either alone 
or i| combination, is there any disclosure or suggestion of a system for screening lubricant 
lance, under program control, v/bich comprises, inter alia, 

\ ' c . «^ KtAhWitv measurement of the lubricating oil 

« c ) means for measuring a first storage staomiy 

position ^ moved «, rh. testing - for fo « «* D,W 

jjuremen. to a compufo, caller, wherein .aid computer controller is opetanvaly connected 
to L mean* for individually moving the res. ^ -» «-*- mK "" for 

niiuring the tot storage stability measrrement i, earned out in the absence of beating each 

B- 

lufricating oil composition sample; 

d) means for measuring a second storage stebiliry measurement of me lubricating oU 

„en. to the computer controUer, and wherein Are means fur measuring rhes«c<»d 
J«ge stability measurement is carried our arte each .ubricatiag oU composition sample is 
fed to a predetermined temperature for a predetermined time; and 
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e) means for comparing said second storage stability measurement to said first storage 
stabij iiy measurement of each lubricating oil composition sample to obtain storage stability data 
for ejUh sample" as presently recited in amended Claim 39. 

Rather, as acknowledged by Hie Board, Kolosov et aL simply disclose a high throughput 
systt 14 which may be used to measure numerous properties, including viscosity, thermal 
degrf dation, aging characteristics* and agglomeration or assemblage of molecules. Accordingly, 

si ! 

therlik no disclosure or suggestion in Kolosov et at of the claimed system. O'Rear and The 

Cor^ensed Chemical Dictionary certainly do not cure and are not cited as curing the deficiencies 

1 ' 

of K^tosov et ah In contrast, O'Rear is cited for its disclosure of additives in finished lubricants 
whijh are said to be used in amounts that are known to those of skill in the art, while The 
CortBdnsed Chemical Dictionary is cited for its definition of the term "additive" a3 being any 
sub Jaincc incorporated into a base material, usually in low concentrations, to perform a specific 
funlion. Acc.orclir.8ly> nothing in Kolosov et al., O'Reai and The Condensed Chemical 
Dic\onary would lead one skilled in the art to combine these disclosures and arrive at a system 

(CI 

for feeening lubricant performance, under program control, which comprises, inter alia, "c) 
meis for measuring a first storage stability measurement of the lubricating oil composition 
san|ie . . . wherein the means for measuring the first storage stability measurement is carried out 
in tie absence of heating each lubricating oil composition sample . . .d) means for measuring a 
sec|*i storage stability measurement of the lubricating oil composition sample moved to ihc 
station . . . wherein the means for measuring the second storage stability measurement is 
ed out after each lubricating oil composition sample is heated to a predetermined 
tei^jcraturc for a predetermined time ... and e) means for comparing said second Storage 
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stabf ify measurement to said first storage stability measurement of each lubricating oil 
corilsition sample to obtain storage stability data for each sample" as presently recited in 
amejiAed Claim 39. 

f. For ^ foregoing re**™, amended Claims 39-42 are believed to be non^bvious, and 
4fore patentable, over the combination of Kolosov et al. with O'Rear and The Condensed 
ChLical Dictionary. Accordingly, withdrawal of the rejection under 35 U.S.C. §103(a) is 

resjpctfully requested. 

The Board has rejected Claim 43 under 35 U.S.C. §103(a) as being unpatentable over the 
co|bination of Kolosov, O'Rear, The Condensed Chemical Dictionary and Tolvanen. 

The deficiencies of Kolosov et al, O'Rear and The Condensed Chemical Dictionary 
di|nssed above with respect to the rejection of amended Claim 39, from which Claims 43 
de|e«ds, apply with equal force to this rejection. Tolvanen does not cure and is not cited as 
alms Qxe deficiencies of Kolosov et ,1., O'Rear and The Condensed Chemical Dictionary. As 
pj^ted out in the Decision on Rehearing, Tolvanen simply discloses a device that determines the 
J*)* or stability of oil by muring the intensity of light seating from the oil surface 
U an asphaltene flocculating liquid is added to the oil sample. Thus, Tolvanen is likewise no 
Ue relevant a reference than Kolosov et al., O'Rear and The Condensed Chemical Dictionary. 
iifically,Tolv^ 

4where discloses or suggests a system for screening lubricant performance, uudcr pxogram 
intmUwrncnc^^ 

Lurement of the lubricating oil composition ^ple ... wherein the means for measuring the 
1st storage stability measurement is carried om in the absence of heating each lubricating oil 

,"- • 

w • 

* - 
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conflwfrsiLiun sample . . .d) means for measuring a second storage stability measurement of the 
lubrlbfeting oil composition sample moved to the testing station . . . wherein the means for 



mi 



ilring the second storage stability measurement is carried out after each lubricating oil 
composition sample is. heated to a predetermined temperature for a predetermined time „ . and e) 

i 

mea§S for comparing said second storage stability measurement to said first storage stability 

ent of each lubricating oil composition sample to obtain storage stability data for each 
sam|te" as presently recited in amended Claim 39, from which Claim 43 depends. In fact, even 



by combining Kolosov et al. with OHear, The Condensed Chemical Dictionary and Tolvanen, 

i- ■ 

one^killed in the art would not even arrive at the presently recited system as set forth in 

Si i 

amotided Claim 39 from which Claim 43 depends. 

T' 

| | Accordingly, Claim 43 is believed to be non-obvious, and therefore patentable, over the 
con&mation of Kolosov et al. with CRear, The Condensed Chemical Dictionary and Tolvancn. 

5- . 

Ac|tfding1y ; withdrawal of the rejection tinder 35 U.S-C. §103(a) is respectfully requested. 

| : The Board has rejected Claims 44 and 45 under 35 U.S.C. §103(a) as being unpatentable 
ovlthe combination of Kolosov, ORear, the Condensed Chemical Dictionary and Garr. 

| • The deficiencies of Kolosov et al., 0"Rear and The Condensed Chemical Dictionary 
disused above with respect to the rejection of amended Claim 39, from which Claims 44 and 
45 Lumately depend, apply with equal force to this rejection. Garr does not cure and is not cited 
as liiring the deficiencies of Kolosov et al., O'Rear and The Condensed Chemical Diviiotuzry. 
AsLbinted out in the Decision on Rehearing, Garr simply discloses a method for producing a 
tai|e chemical library of products in which the reaction tubes and product are identified by a 
unique code. Thus, Garr is likewise no more relevant a reference than Kolosov et al., O'Rear and 



15 
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The fUdensed Chemical Dictionary. Specifically, Garr, as with Kolosov ct ah, O'Rcax and The 
Co*$frsed Chemical Dictionary, nowhere discloses or suggests a system for screening lubricant 
perfiSWnance, under program control, which comprises, inter alia, "c) means for measuring a first 
stor*fc stability measurement of the lubricating oil composition sample . . , wherein the means 
for Jaasurhig the first storage stability measurement is carried out in the absence of heating each 
lubrftatixig oil composition sample . . .d) means for measuring a second storage stability 
meaiifrement of the lubricating oil composition sample moved to the testing station . . . wherein 
the $6ans for measuring the second storage stability measurement is carried out after each 
lubricating oil composition sample is heated to a predetermined temperature for a predetermined 

i ■ 

timet i . and e) means for comparing said second storage stability measurement to said first 
stor|jge stability measurement of each lubricating oil composition sample to obtain storage 
stabfcty data for each sample" as presently recited in amended Claim 30, from which Claims 44 
and |l5 ultimately depend. In fact even by combining Kolosov et al. with O'Rear, The 
Co&ensed Chemical Dictionary and Garr, one skilled in the art would not even arrive at the 
pre^itly recited system as set forth in amended Claim 39 from which Claims 44 and 45 
ultifiately depend. 

w i 

! i For the foregoing reasons, Claims 44 and 45 is believed to be non-obvious, and therefore 

I 

pat|ttable, over the combination of Kolosov et al. with O'Rear, The Condensed Chemical 
Dictionary and Garr. Accordingly, withdrawal of the rejection under 35 U.S.C. § 103(a) is 

h 

respectfully requested. 



1* 
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jpor the foregoing reasons, Claims 39-45 as presented herein are believed to he in 
condtiU for allowance. Such early and favorable action is earnestly solicited. 



Respectfully sul 




Michael E. Carmen 
Reg. No. 43,533 
Attorney for Applicants 
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